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DETAILED ACTION 
Claim Rejections - USC § H2 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 36-46 are rejected under 35 U.S.C. 112, first paragraph, because the specification, while 
being enabling for many of the coupling and connections claimed therein, does not reasonably provide 
enablement for all of the couplings and connections claimed therein. The specification does not enable 
any person skilled in the art to which it pertains, or with which it is most nearly connected, to use the 
invention commensurate in scope with these claims. Claims 36-46 appear to be directed to at least Fig. 6, 
but all the claimed couplings and connections do not seem to properly correspond to at least Fig. 6. Such 
discrepancies indicate a lack in the scope of enablement required to use the invention, as presently 
claimed. 

Consider the following suggested amendments as potential avenues for overcoming these 
rejections under 35 U.S.C. 112. 

(claim 36) the first and second ring networks being coupled to an optical switch unit that 
wherein each of the first and second nodes includes a plurality of transmitting and receiving transponders 
including 

a first transmitting transponder optically coupled to the first optical carrier, 
a second transmitting transponder optically coupled to the first optical carrier, and 
a third transmitting transponder optically coupled to the second optical carrier, 
the plurality of receiving transponders including 

a first receiving transponder optically coupled to the first second optical carrier, 
a second receiving transponder optically coupled to the first second optical carrier, and 
a third receiving transponder optically coupled to the second first optical carrier, and 
wherein, under the normal condition, optical switches in an optical switch are configured 
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to connect an optical transmitter to the first transmitting transponder and to the third 

transmitting transponder , 

to connect the first receiving transponder to the third transmitting transponder, 

to connect the second receiving transponder to an optical receiver, and 

to connect the third receiving transponder to the optical receiver an d to the second 

transmitting transponder. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 

Application No. 09/608,657 as a primary reference: 

4. Claims 36-46 are provisionally rejected under 35 U.S.C. 102(e) as being anticipated by 
copending Application No. 09/608,657 which has a common inventor with the instant application. Based 
upon the earlier effective U.S. filing date of the copending application (07 July iqqq via U.S. Provisional 
Patent Application Serial No. 60/142,534) , it would constitute prior art under 35 U.S.C. 102(e), if 
published under 35 U.S.C. 122(b) or patented. This provisional rejection under 35 U.S.C. 102(e) is based 
upon a presumption of future publication or patenting of the copending application. 

Regarding claim 36, Application No. 09/608,657 discloses: 
An apparatus, comprising: 

a first ring network (outer ring in Fig. 2) having a first optical carrier; and 
a second ring network (inner ring in Fig. 2) having a second optical carrier, the first and second 
ring networks including: 
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a pair of nodes that comprise a first (node 20c in Fig. 2) and a second node (node 2of in 
Fig. 2), the pair being coupled along the first and second optical carriers and being operable to 
manage a subset of wavelengths within a set of transmission wavelengths, the set of transmission 
wavelengths (A1...N) including more than one transmission wavelength such that one of the 
transmission wavelengths can be switched (Ax, Ay in Fig. 3) while other transmission wavelengths 
in the set are not switched (b)pass wavelengths in OADM 4-5 in Fig. 3), a selected one (e.g., Xy) of 
the set of transmission wavelengths may be reserved on the first optical carrier (e.g., ring 2) 
during a normal operative condition and during a failure (Fig. 9) the selected wavelength is 
implemented on the first optical carrier, wherein the first and second nodes are further operable 
to communicate with each other and to communicate along a working path under the normal 
operative condition (Fig. 2), the first and second nodes being further operable to communicate 
with each other along a protection path during a failure (Fig. 9) within a selected one of the first 
and second ring networks such that one or more optical signals are rerouted along the protection 
path (path between nodes 20c and 20f in Fig. 9) during the failure, and wherein a response to a 
failure condition is executed on a channel level (original disclosure, p. 7, 1. 4-5, p. 8, 1 st full 
paragraph - p. 9, 1 st full paragraph), the first and second ring networks being coupled to an 
optical switch unit (optical switch unit 15 in figures) that includes .. .(new limitations introduced by 
Applicant's amendments filed on 02 May 2005). 

It appears that these new limitations introduced by Applicant's amendments filed on 02 Mav 
2005 are intended to correspond to the configuration of transponders shown in Applicant's Fig. 3 or Fig. 
6. Notice that these configurations are also shown in Figs. 3 and 6 of copending Application No. 
OQ/608,657. Even if Applicant overcame the 35 U.S.C. 112, first paragraph, rejection presented above by 
incorporating the suggested amendments, claim 36 would still remain anticipated bv copending 
Application No. oq/608,657, with particular attention to Figs. 3 and 6 of copending Application No. 

OQ/608.657. 

Regarding claim 37, Application No. 09/608,657 discloses: 
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The apparatus of Claim 36, wherein the first and second ring networks are operable to propagate 
one or more optical signals in one or more transmission channels (note wavelength bands X1...N) included 
therein, the one or more transmission channels being defined by a set of wavelengths having a 
predetermined wavelength transmission band. 

Regarding claim 38, Application No. 09/608,657 discloses: 

The apparatus of Claim 36, wherein the pair of nodes are operable to communicate optical data at 
first (Xx) and second wavelengths (Ay). 

Regarding claim 39, Application No. 09/608,657 discloses: 

The apparatus of Claim 38, wherein the working path utilizes the first wavelength (Xx) for optical 
data propagation on the first ring network (outer ring in Fig. 2) and the second wavelength (Xy) for optical 
data propagation on the second ring network (inner ring in Fig. 2). 

Regarding claim 40, Application No. 09/608,657 discloses: 

The apparatus of Claim 39, wherein the first wavelength is not used during a selected time 
interval (note that the inner ring in Fig. 2 lacks a Xx signal, but only when operating without a failure as 
shown in Fig. 9) on the second ring network for optical data propagation and the second wavelength is not 
used during a selected time interval (note that the outer ring in Fig. 2 lacks a Xy signal, but only when 
operating without a failure as shown in Fig. 9) on the first ring network for optical data propagation. 

Regarding claim 41, Application No. 09/608,657 discloses: 

The apparatus of Claim 39, wherein the pair of nodes are operable to communicate optical data at 
a pair of generic wavelengths (Xx and Xy) that define a logical ring (p. 18) that may include the working 
path that utilizes the first wavelength on the first ring network and the second wavelength on the second 
ring network. 

Regarding claim 42, Application No. 09/608,657 discloses: 

The apparatus of Claim 38, wherein the protection path utilizes the first and second wavelengths 
(note Xx and Xy on the path between nodes 20c and 20f in Fig. 9) to communicate optical data. 
Regarding claim 43, Application No. 09/608,657 discloses: 
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The apparatus of Claim 36, wherein the first and second nodes are operable to perform 
add/drop/bypass operations (note OADMs of Fig. 3 in nodes of Fig. 2, p. 19) for one or more optical 
signals propagating along a selected one of the first and second ring networks. 

Regarding claim 44, Application No. 09/608,657 discloses: 

The apparatus of Claim 36, wherein the first and second nodes are operable to perform an 
amplification operation (amplifiers on p. 20, last paragraph and p. 21, last paragraph and p. 27, last 
paragraph and p. 31, last paragraph) for one or more optical signals propagating along a selected one of 
the first and second ring networks. 

Regarding claim 45, Application No. 09/608,657 discloses: 

The apparatus of Claim 36, wherein the first and second nodes are operable to perform a 
regeneration (p. 19, last full paragraph) operation for one or more optical signals propagating 
along a selected one of the first and second ring networks. 

Regarding claim 46, Application No. 09/608,657 discloses: 

The apparatus of Claim 36, wherein the first (outer ring in Fig. 2) and second ring (inner ring in 
Fig. 2) networks define an optical transmission system that includes inner and outer ring networks that 
are operable to facilitate propagation of optical data in opposite directions (counterclockwise and 
clockwise in Fig. 2). 

This provisional rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the copending application was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate showing 
under 37 CFR 1.131. This rejection may not be overcome by the filing of a terminal disclaimer. See In re 
Bartfeld, 925 F,2d 1450, 17 USPQ2d 1885 (Fed. Cir. 1991). 

Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise 
extension of the "right to exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 
F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA I970);and, In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclai mer in compliance with 37 CFR 1.321(c) may be used to overcome 
an actual or provisional rejection based on a nonstatutory double patenting ground provided the 
conflicting application or patent is shown to be commonly owned with this application. See 37 
CFR 1.130(b). 

Effective January i, 1994> a registered attorney or agent of record may sign a terminal disclaimer. 
A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

6. Even if Applicant overcame the 35 U.S.C. 112. first paragraph, rejection presented above bv 

incorporating the suggested amendments, claims 36-39, 41-44, and 46 would still be provisionally 

rejected under the judicially created doctrine of obviousness-type double patenting as being unpatentable 

over claim 2 of copending Application No. 09/608,657 in view of Cadeddu. 



Regarding claim 36, consider claim 2 of the copending application. 



Claim no. in 

instant 

application 


Li nut ation in the claim or the 
instant application 


Claim no. in 

copending 

application 


Corresponding limitation in the claim 
of the copending application 


36 


1 st optical earner 


2 


1 st optical earner 




2 ncl optical carrier 




2 nd optical carrier 




Pair of nodes 




Nodes communicating in pairs 




Subset and set of wavelengths 




Subset and set of wavelengths 




the set of transmission 
wavelengths including more 
than one transmission 
wavelength such that one of the 
transmission wavelengths can be 
switched 

while other transmission 
wavelengths in the set are not 
switched, 

a selected one of the set of 
transmission wavelengths may 
be reserved on the first optical 
carrier during a normal 
operative condition and during a 
failure the selected wavelength 
is implemented on the first 
optical carrier 




exchange optical signals (i.e., 
switching wavelength usage and 
arrangement along the carriers), 

bypass remaining wavelengths, 

exchange optical signals using.. .the 
second wavelength on the first optical 
carrier during a failure condition 
(implies that the second wavelength is 
reserved on the first optical carrier 
during a normal operative condition! 




Working path 




Working link 




Normal operative condition 




Normal condition 




Failure 




Failure condition 




Protection path 




1 st wavelength on the 2 ntl optical 
carrier and the 2 nd wavelength on the 
1 st optical carrier 




Channel level 




Channel level 




First, second, and third 
transmitting transponders 




First, second, and third transmitting 
transponders 




First, second, and third 




First, second, and third receiving 
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receiving transponders 




transponders 




Optical switches 




Optical switches 




The particular connections 




The particular connections 



Claim 2 of the copending application does not expressly disclose: 



A first ring network having the first optical carrier; and 
a second ling network having the second optical carrier. 

However, ring networks are extremely common and well known in the art. Cadeddu discloses 
ring networks. At the time the invention was made, it Avould have been obvious to a person of ordinary 
skill in the ait to arrange the first optical carrier and the second optical carrier of claim 2 of the copending 
application in ring architectures. One of ordinary skill in the art would have been motivated to do this 
since such an "architecture allows providing protection against line and device failures and against 
degradation in transmission performance (Cadeddu, col. 1, lines 48-50). 

Regarding claims 37-39 and 41-43, consider claim 2 of the copending application in view of 
Cadeddu. 



Claim no. in 

instant 

application 


Limitation in the claim of the 
instant application 


Claim no. in 

copending 

application 


Corresponding limitation in the claim 
of the copending application 


37 


Set of wavelengths having a 
predetermined wavelength 
transmission band 


2 


Predetermined subset of wavelengths 
in a set of transmission wavelengths 


38 


Communicate data at 1 st and 2 nd 
wavelengths 


2 


Communicating in pairs, 1 st and 2 nd 
wavelengths 


39 


i sl wavelength on 1 st ring 
network, 2 nd wavelength on 2 nd 
ring network 


2 


1 st wavelength on 1 st carrier in ring 
architecture of Cadeddu, 2 nd 
wavelength on 2 nd carrier in ring 
architecture of Cadeddu 


41 


Pair of generic wavelengths, 
logical ring, 1 st wavelength on 1 st 
ring network, 2 nd wavelength on 
2 nd ring network 


2 


1 st and 2 nd Avavelengths, exchange of 
optical signals th rough 1 st wavelength 
and 2 nd wavelength, 1 st wavelength on 
1 st carrier in ring architecture of 
Cadeddu, 2 nd wavelength on 2 nd 
carrier in ring architecture of 
Cadeddu 


42 


Protection path utilizes the 1 st 
and 2 nd wavelengths 


2 


1 st wavelength on the 2 nd optical 
carrier and the 2 nd wavelength on the 
i sl optical carrier 


43 


Nodes are able to perform 
add/drop/bypass operations 


2 


Each of the nodes comprises optical 
add/drop multiplexers performing 
add, drop, bypass 
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Regarding claim 44, claim 2 of the copending application in view of Cadeddu does not 
expressly disclose the first and second nodes being operable to perform an amplification operation. 
However, it is well known and common for nodes to perform an amplification operation. Cadeddu 
discusses nodes that perform such an operation (Cadeddu, col. 9, lines 59-64). At the time the invention 
was made, it would have been obvious to a person of ordinary skill in the art to incorporate an 
amplification operation in the first and second nodes of claim 2 of the copending application. One of 
ordinary skill in the art would have been motivated to do this to recover any signal losses that can occur 
because of passage through the nodes and the carriers (Cadeddu, col. 9, lines 61-64). 

Regarding claim 46, claim 2 of the copending applicatioii in view of Cadeddu discloses the first 
and second ring networks that are operable to facilitate propagation of optical data in opposite directions. 
However, claim 2 of the copending application in Aaew of Cadeddu does not expressly disclose that these 
two ring networks define an optical transmission system that includes inner and outer ring networks. 
Cadeddu discusses such a system that includes inner and outer ring networks (Cadeddu, Figs. 1-2). At the 
time the invention was made, it would have been obvious to a person of ordinary skill in the art to arrange 
the ring networks of claim 2 of the copending application in view of Cadeddu into a system that includes 
inner and outer ring networks, as taught in Cadeddu. One of ordinary skill in the art would have been 
motivated to do this since this system architecture provides various benefits, such as protection from 
failures, and protection means that maintain normal operating conditions of unaffected nodes (Cadeddu, 
col. 2, lines 8-17). 

This is a provisional obviousness-type double patenting rejection. 
7- As stated above, even if Applicant overcame the 35 U.S.C. 112. first paragraph, rejection presented 
above by incorporating the suggested amendments, claim 45 would still be provisionally rejected under 
the judicially created doctrine of obviousness-type double patenting as being unpatentable over claim 2 of 
copending Application No. 09/608,657 in view of Cadeddu as applied to claim 36 above, and further in 
view of Ramaswami. 

Regarding claim 45, claim 2 of the copending application in view of Cadeddu does not 
expressly disclose the first and second nodes being operable to perform a regeneration operation. 
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However, it is well known and common for nodes to perform a regeneration operation. Ramaswami 
discusses standard regeneration operations. (Ramaswami, p. 10-11). Ramaswami teaches th at 
regeneration operations comprise converting a signal from optical form to electrical form and back to 
optical form. Claim 2 of the copending application even discloses the appropriate components to perform 
regeneration operations (optical transmitter and optical receiver in claim 2). At the time the invention 
was made, it would have been obvious to a person of ordinary skill in the art to expressly incorporate a 
regeneration operation in the nodes of claim 2 of the copending application in view of Cadeddu. One of 
ordinary skill in the art would have been motivated to do this since there are transmission situations 
where an optical signal "may not be able to remain in optical form all the way to its destination and may 
have to be regenerated in between" (Ramaswami, p. 10, last paragraph). 

This is a provisional obviousness-type double patenting rejection. 

Response to Arguments 
8. Applicant's arguments filed on 02 May 2005 have been fully considered but they are not 
persuasive. Applicant's arguments are based on new limitations introduced by Applicant's most recent 
amendments to the claims. 

First, Applicant's amendments introduce new issues that render the claims not compliant with 35 
U.S.C. 112. Accordingly, the claims are rejected under 35 U.S.C. 112. See the section on 35 U.S.C. 112 
above for further details. 

Second, Applicant's amendments still do not overcome the prior art teachings of copending 
Application No. 09/608,657. Accordingly, the claims are still provisionally rejected under 35 U.S.C. 
102(e). See the section on 35 U.S.C. 102(e) above for further details. 

Similarly, Applicant's amendments still do not overcome the double patenting issues between the 
claims of Applicant's instant application and copending Application No. 09/608,657. Accordingly, the 
claims are still provisionally rejected under the judicially created doctrine of obviousness- type double 
patenting. See the section on double patenting above for further details. 
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Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded 
of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire TH REE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutoiy period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to David S. Kim whose telephone number is 571-272-3033. The examiner can normally be 
reached on Mon.-Fri. 9 AM to 5 PM (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Jason 
Chan can be reached on 571-272-3022. The fax phone number for the organization where this application 
or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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